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DETAILED ACTION 

1 . Applicant's submission, filed May 1 1 , 2009, has been carefully considered. 
Examiner has withdrawn the prior art rejections, as well as the rejections under 35 
U.S.C. 1 12 set forth in the previous Office Action, but has now issued new rejections. 
Examiner has also added a claim objection and new rejections under 35 U.S.C. 112, 1 st 
Paragraph. This Office Action has not been made final. 

Claim Objections 

2. Claim 23 is objected to because of the following informalities: Claim 23 uses the 
phrase "area of discharge of the suction line into the well." It appears that this should 
be corrected in light of the changes to claim 22. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 31 and 32 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The original specification and claims did not 
provide basis for the limitation "with an absence of carrier fluid." While the original 
disclosure does not state that the invention uses a carrier fluid, it does not explicitly 
state that it does not. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 16, 17, 19, 21, and 31 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Skinner et al. (US 4,066,123). 

With regard to claim 16, Skinner teaches a method for delivering a multi-phase 
mixture from a well using a displacement pump (18) through which the multi-phase 
mixture is pumped, comprising, on a pressure side, splitting off a partial liquid flow (via 
line 22) from a main delivery flow (via line 25) and guiding the split partial liquid flow to a 
high-pressure side of at least one ejector pump (1 0) arranged on a suction side of the 
displacement pump as an auxiliary delivery device. 

With regard to claim 17, the ejector (10) is in the well. 

With regard to claim 19, Skinner discloses feeding a partial volume flow of the 
separated liquid phase in a portioned manner to a suction side of the displacement 
pump via a short-circuited line (23). 

With regard to claim 21, Skinner discloses a booster pump (12). 

With regard to claim 31 , Skinner does not use a carrier fluid. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

8. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Skinner 
etal. 

9. Skinner does not disclose passing the partial liquid flow through an additional 
separator. However, it would have been considered obvious to one of ordinary skill in 
the art, at the time the invention was made, to have added an additional separator to the 
system of Skinner, as this would have ensured that most or all of the gas was 
eliminated from the carrier liquid, and furthermore, because it has been held that mere 
duplication of the essential working parts of a device involves only routine skill in the art. 
St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

1 0. Claims 1 8, 22-30, and 32 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Skinner et al. in view of Rohlfing (US 5,624,249). 

With regard to claims 22 and 18, Skinner discloses a pump installation 
comprising a displacement pump (18) for delivering multi-phase mixtures with a pump 
housing in which a pressure chamber is provided, a suction line (24) configured to open 
out into a well, and a feed line (22) connecting the pressure chamber of the 
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displacement pump with a high-pressure side of at least one ejector pump (10) 
arranged on a suction side in a delivery direction of the displacement pump and which 
guides the separated liquid phase to the ejector pump. 

Skinner fails to disclose a separation device being provided within the 
displacement pump housing. 

Rohlfing discloses a pump apparatus having a pressure chamber (1 1 ) in which a 
separation device is provided within the pump housing (3). 

It would have been considered obvious to one of ordinary skill in the art, at the 
time the invention was made, to have modified Skinner so that the pump and separator 
were provided in a single housing, as shown by Rohlfing, since this would have 
simplified Skinner's system, and further, since applicant admits that "displacement 
pumps and multi-phase pumps, including their pressure chambers and housings, and 
how they are operable to separate are well known in the art" (see page 8 of the 
Remarks filed November 28, 2008). 

With regard to claim 23, Skinner's ejector pump (10) is arranged in an area of 
discharge of the suction line into the well in the delivery direction of the displacement 
pump (18). 

With regard to claim 24, Skinner discloses a short-circuited line (23) leading from 
a pressure-chamber side to the suction side of the displacement pump for portioned 
feeding of the separated liquid phase. 

With regard to claims 25 and 26, Skinner in view of Rohlfing does not disclose an 
additional separator. However, it would have been considered obvious to one of 
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ordinary skill in the art, at the time the invention was made, to have added an additional 
separator to the system of Skinner, as this would have ensured that most or all of the 
gas was eliminated from the carrier liquid, and furthermore, because it has been held 
that mere duplication of the essential working parts of a device involves only routine skill 
in the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. Also, with regard to claim 
26, if an additional separator were added to the system of Skinner, one of ordinary skill 
would have sent the extracted gas to the same pipes which exit the separator (9), and 
these pipes are located on a pressure side of the pump. 

With regard to claim 27, Skinner discloses a booster pump (12). 

With regard to claim 28, Rohlfing's pump is a screw pump. 

With regard to claim 29, Skinner's ejector pump (10) is in the well. 

With regard to claim 30, Skinner's ejector pump (10) is at the end of a suction 
line (24). 

With regard to claim 32, Skinner does not use a carrier fluid. 

Response to Arguments 
1 1 . Applicant's arguments with respect to claims 1 6 and 22 have been considered 
but are moot in view of the new ground(s) of rejection. 

Examiner would like to respond to applicant's remarks regarding the combination 
of Stark and Rohlfing inasmuch as they could be applied to the combination of Skinner 
and Rohlfing. Applicant argues that Rohlfing cannot be combined with Stark because 
Rohlfing's combination pump/separator only has one outlet which discharges a mixture 
of gas and liquid, while Stark's separator has two outlets which discharge gas and liquid 
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separately. Examiner respectfully traverses this argument. Rohlfing is brought in 
merely to teach the combination of a pump and separator in a single housing. Examiner 
is not suggesting replacing everything in Stark with what is disclosed by Rohlfing, but 
rather, to simply apply Rohlfing's disclosure of a combined pump and separator into the 
system taught by Stark. Examiner submits that one of ordinary skill in the art would be 
able to adapt Rohlfing's pump to discharge gas and liquid separately as in Stark. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT E. FULLER whose telephone number is 
(571)272-0419. The examiner can normally be reached on Monday thru Friday from 
8:00 AM -5:30 PM.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer H. Gay can be reached on 571-272-7029. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner, Art Unit 3676 
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